REMARKS 



In the Office Action of September 10, 2003, Claims 51-53, 60, 61,64,66,69, and 71 are 
rejected as anticipated. Claims 72 and 73 are indicated as allowed, and Claims 54, 55, 62, 63, 
65, 67, 68 and 70 are objected as being dependent from a base claim. Claims 51-55 and 60 are 
amended, and Claims 61 and 62 are cancelled. Claims 51-55, 60, 63-73 are pending. 

Applicant disagrees with the Examiner's ground of rejection, but in order to further prosecution 
of the claims indicated as allowable, Claim 60 has been amended to include the language of 
Claim 62 to place Claims 60, 63-71 in condition for allowance, with the understanding that the 
amendment is made without prejudice to Applicant's ability to file a continuation application 
with respect to any of the cancelled or amended claims. 

Additionally, independent Claim 51 has been amended to incorporate the "wherein" language 
of Claim 55, but without the language of intermediate Claim 52 from which Claim 55 depended 
prior to amendement (note Claim 52 previously depended from Claim 50, a cancelled claim). 
The examiner is respectfully requested to consider the patentability of Claim 51, as amended to 
recite at least one radiopaque marker element, and without the recitation of the original language 
of Claim 52). 

Also, dependent Claim 52 is amended to depend from Claim 51 and to incorporate language 
found in Claim 70. Dependent Claim 53 is amended to depend from Claim 51 and to include 
language found in Claim 71. Dependent Claim 54 is amended to depend from Claim 51 and to 
incorporate language found in Claim 67, and Dependent Claim 55 is amended to depend from 
Claim 51 and incorporate language founding Claim 68. 

Su pplemental IDS: 

The Examiner is requested to consider and make of record the information disclosure statement 
submitted May 1, 2003, and resubmitted with this response. 




Conclusion: 

The Examiner is respectfully urged to reconsider and allow the pending claims. 

Respectfully, 

GenyGressel, Reg. 34,342 
Johnson & Johnson Feb 10, 2004 

Patent Department 
One Johnson & Johnson Plaza 
New Brunswick, NJ 08933 
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- 7h9 MAILING DATE of this communication appears on the cover afteef with the carruspandonc*} 
Period for Reply . 

A SHORTENED 8TATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 MONTH(S) FROM 
THE MAJLINQ DATE OF THIS COMMUNICATION. 

. extensions efflm* may bo avasttbte under 9tq pnwfetaftsafOTCFR 1.13fi(a). tn no event however, may q reply ba tim*fy filed 
after SIX <ffi MONTHS f nam the maCrtfl date of trite w m muiimU on. 

- If NO ptrtad far rajpfy to specified abe^thamwdmum statutory period^ 

- Pefh/ro to rep* w^n the a* or extended period to 
.' Ar*r^rtt*J*td by the Office later ttomtftm^ 

earned potent term agistment 8m 87 CFR1.7D4Q). 

Status 

1)E3 Responsive to communication® filed on Qfl May 2003 and 13 Jurk 2003 . 
2a)D This action is FINAL. 2b)E3 This action is non-final.; 

3) D 8ince this application is In condition for allowance except for formal matters, prosecution as to the merfts Is 

. closed in accordenrawththe^ra^tice underSr parte Quayle, 1935 O.O. 11; 453 OA 213. 
Disposition of Claims J 

4) ES Claim(s) 51-55 and 60*73 is/are pending In the application. 

4a) Of the above daim(s) is/are withdrawn from consideration* 

. 5)B}- Claim(s)B*S is/are allowed. 

6) S Claims 51-53.60.61.64.66.6* and 71 la/are rejected. 

7) !2 Claims 54 55 62.83.85.67.68 and 70 is/are objected to. j 

8) B Cialm(s) M&&fpare subject to restriction and/or election requirement. 
Application Papers 

9) D The epecification is objected to by the Examiner. j 

10)D The drawlng(s) filed on Is/are: a)D accepted or b)D objected ti by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held Iniabeyance. See 37 CFR 1 .69(a). 
1 t)D The proposed drawing correction film! on Is; a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action.; 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.8.C. §§ 1 1 9 and 1 20 

1 3) ED Aclmowledgjment is made of a claim for foreign priority under 35 U.jp.C. § 1 19(a)-(d) pr (Q. .... . . . „ 

- v ajQM b)D Some* i^D None of; ! *• * • * . 

1 .□ Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

SO Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
• See the attached detailed Office action for a list of the certified copied not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §11 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a daim for domestic priority under 35 li.S.C. §§ 120 and/or 121 . 
Attachment^) 

1) Q Notice of References Cited (FTO*S2) 4) □ interview Summary (PTQ-413) Paper No(») . 

- ' - - S)Q Noittee of Informal PatertAppUoatkm(PTO-1S2) 



2) LJ Notice of Dreftspsrson'o Potent Drawing Review (PTO-S48) 

3) □ Information Disclosure statements) (PTO-144S) Paper No(e) 10 



Other 



PTO-328 (Rev. 04-01) 



Office Action Summtry 



Part of Paper No. 12 
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Application/Control Number 09/776,125 Page 2 

Art Unit: 3731 

DETAILED ACTION : 

1 

Information Disclosure Statement 

\ 

1. The information disclosure statement filed on May 6, 2003 has not been considered since 
neither a list or copies of the references were in the application. 

Claim Refections - 3$ USC $ ip2 

2. The following Is a quotation of the appropriate paragraphs of 35 U.S*C 102 that form the 
basife for the i^fecflefis urtder this section made in this Office action: ^ " , 

A person siudl be entitled to a patent unless - * 

<b) the invention was patented at described in a panted publication in rhia « & fotejgn country or in pub£c use at an sate in 
this country, mote dim one year poor to the date of application fox patent tithe Uniced States. 

3. Claims 51-53, 60, 61, 64, 66. 69 and 71 are rejected under j}5 U.S.C 102(b) as being 
anticipated by U.S. Patent No; 4,900,304 to Fujioka et al. 

Pujioka discloses a marker instrument comprisingja tube comprising a lumen (FIG. 5 
and 6); an axial opening at a proximal end of said tube; a closed tip at a distal end of said 
tube (Column 5 lines 25-35); a side exit port proximal to said closed tip; and a plurality of 
marker elements disposed in said lumen (Column 3 lines 64-66). 

Fujioka discloses a tube comprising a lumen (member 3); and a side exit port 
- -xontfnunicating with said.himen(recess lb); a plurality of Jjissue markers disposed in-said - - 
lumen (Column 3 lines 64-66) proximal of said side exit pfart; and an element siidably 
disposed in said lumen (FIG. 4(b) portion Id). 

Allowable Subject Matter \ 
4. Claims 54> 55, 62, 63, 65, 67, 68 and 70 objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 
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Application/Control Number 09/776,125 Page 3 

Art Unit 3731 

5. Claims 72 and 73 are allowed 

i. 

Response to Arguments j 

i 

6. Applicant's arguments with respect to claims 51-55 have bjeen considered but are moot in 
view of the new ground(s) of rejection. j 

Conclusion 

Any inquiry concerning this communication or earlier corrimunications from die examiner 
should be directed ttf Jessica R Baxter whfcse telephone numbel M 703405.-4069. The tt^miritf can 
normally be reached on M-F 8:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Michael Milano can be reached on 703-308-2496. The fax phonj numbers for the organization 
where this application or proceeding is assigned are 703-305-3590 for regular communications and 

703-305-3590 for After Final communications. | 

i 

Any inquiry of a general nature or relating to the status ofjthis application or proceeding 

should be directed to the receptionist whose telephone number is ; 703-308-0858. 

■ 
i 

Jessica R Baxter 
Examiner 

/Vfcfc^ . _ Art Unit 3731 

September 8, 2003 

MICHAEL J. MILANO 
SUPERVISOR MTEOT EXAMINER 
tECHNOLQGY CENTER 3700 
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REVISED AMENDMENT PRACTICE: 37 CFR 1.121 CHANGED 
COMPLIANCE IS MANDAtORY - Effective Date: July 30> 1003 



^tl. amendments filed on or after the effective date noted abpye must comply, wtfh revised 37 CFR 1,121. $eef iritt / 

*. Riiifc Changes To Implement Electronic Maintenance of Official Patent Application Records (fcS Fe$-Keg. 

\ 38$W (June: 30* 20Q3); posted on-.the Office's website at: tfflp://www!uspto^ . . 

Ayith rdatcd information. The amendment practice set forth In revised 37 CFR ll2 U and rfescnj^.below, replaces > \ 

- the .voluntary revised amendment format available to applicant* since February gOOJ.NQTK: :ST%CT.- rt . • 
CXtVfPtlANCE WITIf THE R£V1SED 3TCFA 1.121 IS REQUIRED AS OF THE EFPESflVJE PAT«^ (Julyv 
fatyOS}. The Office will notify applicants of amendments that are not accepted because they <*o not.comply* withr " 
.^1^3? CFR I;. I 2I via a Notice of Non-Compliant Amendment; See MPEP 714,03 (Rev. I , Feb. 2003). Thenon* < 

-^mpfiant .^ibn(s> will.have to be corrected and the entire corrected section(s) resubmitted within . a set period. .y 

Bold underlined Halle font ha* been mki below to Mshlhttitthe thdtor differences between tlte revised 37 CF& 
1.121 and the voluntary revised amendment format that applicants could use since February. 2003. 
. Note; The amendment practice for reissues and reexamination proceedings, except for drawings. Has not changed; . 

;*:;^;V. : V- " REVISED AMENDMENT PRACTICE * 



/* • " 



■ . * 



5ae^seft}oh;of.an amendment document (e.|T-i Specificatiop Amendments*. Cl#im Amendments, Drawing 
• VAtriendments f and Remarks) must begin on a separate sheet. Starting each separate section on a new page will 
ftcliitate the process of separately indexing and scanning each section of an amendment document for placement . in an 
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ns of amended tmrt(j* no longer repaired: 

Vb$ei 



1421 ha^ b^n revised 4o ho looter require twA versions (a clean Version and a nMii^ed^up version) of 
If t paragraph or section! or amended claim. Note, however, the requirements for a clean 
version and^ marked up version for substitute specifications under 37 CPA 1.125 have been. retained; ' 



A VAmendptehts to the claims: 

Eaeh amendment document that includes a change to an existing claim, cancel 



ation of a claim dr^ubmissioh pfatiew; 



claimvjnust ineludea complete listing of aiUIaims in the application. After each claim number in file : 'Gstihg^ttj£^ 
status mu^.be indicated in a parenthetical expression* and the text of each pending *Ialrti( with markings to show' 
currem -chahgesV muat-be presented, theclaimsjn the listing will replace afl pHor claims in the. application. ; : ■ 



V.. : ' 0)Tjhecinwt$tatus;of aU of the claims in the application, including any previously cailcejetf. notentered dr.. v v --*•" 
• .* ; \ withdrawn ctairos. must be given in.a parenthetical expression following the claim number using only one of •'. .'":"/""."..■.•/■ 
- *\ ^er following seven s^tUs identifiers: (original), (currently amended), (canceled)* (withdrawn); (ne%y). . » i .* 



_ enl 
\ . . ' yjbe. sySmit^ clafrrTis amended. C&nceled and not fnfei 

• r ; . . clain^nutyber and status,, without presenting die? text of the claim^f 

, (2) The t text pf all claims frefhp curtenflv' amended must be presented in \hk claim listing u ith markings .lo indicate. : 
' the changes that have l>een made relative .to the immediate prior versidn. The changes iixany amended 
. s ; ; mitst "be sho.!*n by uhderlm ing (foradded matter) of. strikethrough ( forj deleted maner ) w ith 2 exceptions : ^( V.^ 
: ifQrjfteifoh afffvechMacteriMrtewehdouble Brackets mav be medifati.. UermBrlprmkm if ': • ;CV ^V<; 
... sMkfihraueh cannot be easily perceived fag., deletion of the number *4"aic*rMn punctuation intytii/?*; V< 
double brticken must be Used fe.e.. 11411k As an aiterntiiive to usinddouble bracket*, however, extra ^ ' ^ 
~ Portions of text mav be Included before and after text beine deleted, hll In strikeihroueh. followed bv ' 
tneludkio and underlining the extra text with the desired chaHee fe.z.. m t n l bcr 4 as number 14 uv . An y. 
. va^companving clean version is not required and should not be presented. OnI> claims cif the status "cUrreivtry f ; 
• ; ';amejrdeVi" and ^yithdrawn'Uhat are Wing amended, may include maijkings. • •) -vV 

;:(3>fte text of pending claims hot being currently amended. iftcludine withdrawn claims, must be presented 4ri;^v 
■/ - :t "• . the claim listing in clean version, r.^.* without any markings. Any claim text presented in clean version aviII / • ;* 
• c!on»i.itute an assertion that it has not been changed relative to the immediate prior version except to omit ! .*-*' 
\. markings that maytave been present in the immediate prior version oKthe claims. 
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